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Before Parker, Stahl and Keenan, Examiners-in-Chief . 
Parker, Examiner-in-Chief . 

Three issues are presented here for our consideration. 

They are: 

(1) Whether the examiner erred in rejecting claims 4 
through 6 and 11 under 35 USC 112, first paragraph, for lack of 
support in the original spepif ication for the expression 
"non elastic" appearing in claim 11 and identified as new matter 
by the examiner, 
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(2) Whether the examiner erred in rejecting claims 11 and 
4 through 6 as being unpatentable (35 USC 103) over Whitefordl, 
and 

(3) Whether the examiner erred in rejecting claims 4 
through 6 under the provisions of 35 USC 103 as being unpatentable 
over Whiteford in view of Hearn2. 

We hold that the examiner did not err in either case and affirm. 

The claimed invention, relates to a "Disposable Flexible 
Cutting Board." As depicted in the application drawings, the 
board consists of a thin, flat sheet [12] of durable plastic 
material of any suitable configuration or size and about nine 
mils in thickness. The sheet of material is used to protect a 
countertop against cutting from a knife when sharpening material 
or the like and to permit flexing for quick and easy funnelling of 
the chopped material into a bowl or container. 

The appealed claims read as follows: 

11. A thin flexible cutting sheet for protecting a sup- 
port surface from knife cuts, said sheets comprising: 

a sheet of thin flexible non elastic non-toxic durable 
polypropylene material having a thickness of about 9 mil and at 
least one planar face for supporting comestible on a support sur- 
face to be chopped with a knife and having a flexibility suf- 
fh^ir o ^^^^k'"'^ polling said sheet into a substantially funnel 
shape, said sheet having a durability sufficient to resist the 
cutting action of a cutting knife for protecting an underlying 
support surface from knife cuts during the cutting of comestibles. 

^ . , 4. The cutting board of claim 11 having a liquid 
retaining rim around the edge thereof. 

configuration!''' ^"""^ °' '^^'"'^ ^ ''^^ circular 



1. Whiteford -i -ine; 104 „ , 

-5,JUb,i-^4 Feb. 21, 1967 

2. Hearn -a oi 1 npo 

j,o±i,y«y May 21, 1974 
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The references are adequately described on pages 7 
through 9 of the brief. 

Turning first to the rejection of claims 4 through 6 and 
11 under the provisions of 35 USC 112, first paragraph, we find 
that it is based upon the examiner's objection to the specifica- 
tion as not providing support for the invention as now claimed. 
For example, the examiner stated, the original disclosure does not 
recite "non elastic." This paragraph of the statute (35 USC 112, 
first paragraph), the examiner continues, requires that: 

"the specification shall contain a written 
description of the invention and of the manner 
and process of making and using it, in such 
full, clear, concise and exact terms as to 
enable any person skilled in the art to which 
it pertains, or with which it is most nearly 
connected, to make and use the same, and shall 
set forth the best mode contemplated by the 
inventor of carrying out his invention." 

Thereafter, the examiner opined that the recitation "non elastic" 
constitutes new matter which is wholly unsupported subject matter. 

In controverting this rejection, appellant argues prin- 
cipally that: 

"[tlhis is an inherent characteristic of the 
specified material and Applicant has intended 
to include such in the specification," 

The examiner countered this argument by pointing out that 

appellant is in error in this regard. To support this position, 

the examiner then went on to state that: 

"tilt is well known to those skilled, in the 
art that the final characteristics of a' 
plastic material are influenced by such fac- 
tors as the curing temperature, curing time, 
curing agents, filler materials, whether or 
not the material is reinforced with a fiber, 
the type of fiber reinforcement, and whether 
or not the. material is compressed during 
curing. Accordingly, the term 'non-elastic* 
is not an inherent characteristic of the 
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Since we are of the view that the examiner is correct in 
this regard, we will sustain his rejection of claims 4 through 6 
and 11 under 35 USC 112, first paragraph. 

Regarding the rejection of claims 11 and 4 through 6 as 

being unpatentable (35 USC 103) over Whiteford, the examiner found 

that Whiteford teaches: 

"that sheets of polypropylene (column 4, line 
61), 8 mils thick (column 5, line 8), may have 
a rim (column 2, line 68) and can be used as 
covers for the bottom of receptacles," 

and concluded that: 

"[allthough 8 mil thickness is disclosed, a 9 
mil thickness would be an obvious variation," 

and that: 

"[t)o cut the sheet into any shaped con- 
figuration to cover an entire receptacle or to 
cut a flat sheet and cover only the bottom of 
a receptacle is clearly an obvious matter of 
design choice. No patentable weight has been 
given to the intended use recited in the 
claims . " 

The rejection of claims 4 through 6 under 35 USC 103 as 
being unpatentable over Whiteford in view of Hearn is bottomed on 
somewhat the same reasoning. Here the examiner was of the view 
that to alternatively employ a decorative rim on the cover would 
be obvious in view of Hearn. 

We have carefully considered the entire record in this 
case in the light of all of appellant's arguments and the 
examiner's responses thereto and find that the contentions of 
appellant do not persuade us of reversible error in the examiner's 
position. As we see it, the differences between the claimed sub- 
ject matter and the prior art applied by the examiner are such 
that the subject matter of the claims, taken as a whole, would 
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of prior art found in the Whiteford patent, wherein the material 
used to form the flexible layer is the same as that called for by 
the claims here on appeal, i.e., polypropylene, is sufficient to 
provide a solid evidentiary base for the examiner's legal conclu- 
sion of obviousness, we will sustain both of his rejections under 
the provisions of 35 USC 103 for the reasons advanced by him. 



AFFIRMED 




'tutreTie^\ Parker 
Examiner- in-Chief 
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